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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

POULSEN ROSER A/S,  

 

Petitioner, 

vs. 

 

PARAMOUNT BRAND ROSES, INC., 

 

Respondent. 

)

)

)

)

)

)

)

)

)

) 

Cancellation No.: 92062880 

Registration No. 1980921 

 

Mark: PARAMOUNT 

 

MOTION TO DISMISS PETITION  

FOR CANCELLATION 

 

TO: James J. Saul, Esq. 

 FAEGRE BAKER DANIELS LLP 

 311 S. Wacker Drive 

 Suite 4300 

 Chicago, IL 60606 

 Attorneys for Petitioner 

PLEASE TAKE NOTICE that pursuant to Fed. R. Civ. P. 12(b)(6), respondent 

Paramount Brand Roses, Inc. (“Respondent”) hereby moves before the Trademark Trial and 

Appeal Board for entry of an Order granting Respondent’s motion to dismiss the Petition for 

Cancellation filed by petitioner Poulsen Roser A/S (“Petitioner”) in its entirety with prejudice for 

lack of standing pursuant to 15 U.S.C. § 1064 and failure to state a claim pursuant to Fed. R. Civ. 

P. 12(b)(6).   

PLEASE TAKE FURTHER NOTICE that Respondent shall rely on the brief and 

accompanying exhibits submitted herewith. 

PLEASE TAKE FURTHER NOTICE that oral argument is requested if Petitioner files 

timely opposition. 
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COLE SCHOTZ P.C. 

Attorneys for Respondent Paramount Brand 

Roses, Inc. 

 

By: /s/ Nicole G. McDonough  

 David M. Kohane 

 Nicole G. McDonough 

DATED:  February 8, 2016 



54725/0001-12778479v1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

POULSEN ROSER A/S,  

 

Petitioner, 

vs. 

 

PARAMOUNT BRAND ROSES, INC., 

 

Respondent. 

)

)

)

)

)

)

)

)

)

) 

Cancellation No.: 92062880 

Registration No. 1980921 

 

Mark: PARAMOUNT 

 

 

 

RESPONDENT’S BRIEF IN SUPPORT OF MOTION TO DISMISS  

PETITION FOR CANCELLATION FOR LACK OF STANDING  

PURSUANT TO 15 U.S.C. § 1064 AND FAILURE TO STATE A CLAIM 

PURSUANT TO FED. R. CIV. P. 12(b)(6) 

 

This action stems from a conclusory and wholly deficient Petition for Cancellation filed 

by Petitioner Poulsen Roser A/S (“Petitioner”).  In a barely two-page pleading, Petitioner alleges 

that Respondent Paramount Brand Roses, Inc. (“Paramount”) abandoned its incontestable U.S. 

Trademark Registration No. 1980921 for the mark PARAMOUNT (the “Registered Mark”) 

pursuant to 15 U.S.C. § 1127.  However, the Petition for Cancellation fails to allege facts to 

support Petitioner’s standing to maintain this proceeding and contains nothing more than a 

recitation of the statutory definition of “abandonment” to support its claim.  Tellingly, Petitioner 

has not alleged a single substantive factual allegation that shows it has a “real interest” in the 

outcome of this proceeding or that Paramount abandoned its Registered Mark.  These 

deficiencies are fatal to Petitioner’s claim.  Because Petitioner has not demonstrated its standing 

to pursue this action and the Petition for Cancellation falls woefully short of stating a claim, it 

must be dismissed. 



 2 
54725/0001-12778479v1 

I. STATEMENT OF FACTS 

Paramount is the record owner of the Registered Mark, originally registered on June 18, 

1996.  (Petition for Cancellation (“Pet.”) ¶ 4.)  The Registered Mark covers “live plants and 

flower seeds” in International Class 31.  (Id.)  The Registered Mark specifies that the 

PARAMOUNT mark was first used in commerce on May 16, 1986.  (A copy of the registration 

certificate for the Registered Mark is attached hereto as Exhibit A.)
1
  The Registered Mark is 

incontestable pursuant to Section 15 of the Lanham Act, 15 U.S.C. § 1065.  (A copy of the 

Combined Declaration of Use and Incontestability under Sections 8 and 15 filed by Paramount is 

attached hereto as Exhibit B.)  Paramount is current with its renewal obligations pursuant to 

Sections 8 and 9 of the Lanham Act, 15 U.S.C. §§ 1058 and 1059.  (Id.; a copy of the Renewal 

filed on January 13, 2006 is attached hereto as Exhibit C.)  The United States Patent and 

Trademark Office (“USPTO”) issued its Notice of Acceptance of the most recent Section 8 

Declaration and Section 9 Renewal on April 13, 2006.  (A copy of the Notice of Acceptance is 

attached hereto as Exhibit D.) 

On November 30, 2015, Paramount served Petitioner with a cease and desist letter 

informing Petitioner that the Registered Mark is incontestable and Paramount “has continuously 

used the Registered Mark to identify its brand of roses, which roses have been sold in retailers 

throughout the United States, including The Home Depot.”  (A copy of the November 30, 2015 

letter referenced in the Petition for Cancellation is attached hereto as Exhibit E.)  Paramount also 

demanded that Petitioner cease and desist from using the term “PARAMOUNT” in connection 

with its products.  (Id.)  In response to the November 30 correspondence, Petitioner filed the 

                                                 
1
 The Board may consider “certain objective, verifiable facts available from Office 

records under a motion to dismiss,” without converting the motion to one for summary judgment.  

See Nike, Inc. v. Palm Beach Crossfit Inc. d/b/a Crossfit CityPlace, Opposition No. 91218512 *7 

(T.T.A.B. Sept. 11, 2015) 
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Petition for Cancellation on December 29, 2015, alleging that Paramount abandoned the 

Registered Mark.  However, the Petition for Cancellation contains no substantive factual 

allegations related to Petitioner’s interests in the Registered Mark and/or this action, or to the 

purported abandonment by Paramount of its Registered Mark.  

II. LEGAL ARGUMENT 

A motion to dismiss should be granted where the petitioner fails to allege facts that 

would, if proven demonstrate, “that (1) the petitioner has standing to maintain the proceeding, 

and (2) a valid ground exists for cancelling the respondent’s registration.  Otto Int’l, Inc. v. 

Otto Kern GMBH, 83 U.S.P.Q.2d 1861, 1863 (T.T.A.B. 2007) (emphasis added). 

Petitioner’s failure to allege any facts to support its standing to maintain this action 

and/or its claim for abandonment mandate dismissal of the Petition for Cancellation.   

A. Petitioner Has Not Alleged Facts To Establish That It 

Has Standing To Pursue Its Claim For Abandonment.  

Standing is a threshold issue to be addressed by the Trademark Trial and Appeal Board.  

15 U.S.C. § 1064 provides that a petition to cancel a registered mark may be filed “by any person 

who believes that he is or will be damaged . . .”  The Board and courts have interpreted this 

standing requirement to mean that, if a petitioner “does not plead facts sufficient to show a 

personal interest in the outcome beyond that of the general public, the case may be dismissed for 

failure to state a claim.”  Lipton Indus., Inc. v. Ralston Purina Co., 670 F.2d 1024, 1028, 213 

U.S.P.Q. 185 (C.C.P.A. 1982); Nike, Inc. v. Palm Beach Crossfit Inc. d/b/a Crossfit CityPlace, 

Opposition No. 91218512 *5 (T.T.A.B. Sept. 11, 2015) (noting that the Twombly and Iqbal 

standards apply in Trademark Trial and Appeal Board proceedings).  The purpose behind this 

“real interest” requirement is to “prevent mere intermeddlers who do not raise a real controversy 

from bringing oppositions or cancellation proceedings in the PTO.”  Ritchie v. Simpson, 170 
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F.3d 1092, 1095, 50 U.S.P.Q.2d 1023 (Fed. Cir. 1999) (citing Lipton Indus., Inc., supra, 670 

F.2d at 1028). 

With the exception of a fleeting reference to the November 30, 2015 cease and desist 

letter it received from Paramount, Petitioner failed to allege facts that demonstrate the source of 

its alleged interest in this action, any relationship to the Registered Mark, and/or any damage it is 

suffering as a result of the Registered Mark.  Petitioner never responded to the cease and desist 

letter to admit or deny its alleged misuse of the Registered Mark, and the Petition for 

Cancellation contains no allegations that Petitioner uses the Registered Mark and/or seeks to do 

so.  As a result, Petitioner has not alleged any “direct and personal stake” in the outcome of this 

cancellation proceeding.  See Otto, supra, 83 U.S.P.Q.2d at 1863 (citing Ritchie v. Simpson, 170 

F.3d 1092, 50 U.S.P.Q.2d 1023, 1025 (Fed. Cir. 1999)).   Petitioner’s failure to allege facts to 

show that it has standing to pursue this cancellation proceeding is grounds for dismissal of the 

Petition for Cancellation.  Id. 

B. The Petition For Cancellation Must Be Dismissed 

Because It Contains Conclusory Allegations And Fails 

To Adequately State A Claim For Abandonment   

Fed. R. Civ. P. 8(a)(2) requires that a pleading must contain a “short and plain statement 

of the claim showing that the pleader is entitled to relief.”  This rule “demands more than an 

unadorned, the-defendant-unlawfully-harmed-me accusation.”  Ashcroft v. Iqbal, 556 U.S. 662, 

678 (2009) (citing Bell Atlantic Corp. v. Twombly, 550 U.S. 544, 555 (2007)).  Since the 

Supreme Court’s holdings in Twombly and Iqbal, it is clear that “[a] pleading that offers ‘labels 

and conclusions’ or ‘a formulaic recitation of the elements of a cause of action will not do.’”  Id.  

Therefore, a motion to dismiss pursuant to Fed. R. Civ. P. 12(b)(6) is properly granted by the 

Board when the petitioner has failed to “state a claim to relief that is plausible on its face.”  

Iqbal, 556 U.S. at 678 (citing Twombly, 550 U.S. at 570).  To demonstrate “facial plausibility”, 
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the petitioner must plead factual content that enables the Board to draw reasonable inferences 

regarding respondent’s liability for the alleged misconduct.  See id.  “Threadbare recitals of the 

elements of a cause of action, supported by mere conclusory statements, do not suffice.”  

Id.; see Nike, Inc., supra, *5 (emphasis added).   Here, Petitioner’s claim of abandonment is a 

“formulaic recitation of the elements of a cause of action”, supported by “mere conclusory 

statements,” and it must therefore be dismissed.    

To adequately plead a cause of action for abandonment, a petitioner must allege, either: 

(1) . . . use [of the mark] has been discontinued with intent not to 

resume such use.  Intent to resume may be inferred from 

circumstances.  Nonuse for 3 consecutive years shall be prima 

facie evidence of abandonment. . . . 

 

[or] 

 

(2) . . . any course of conduct of the owner . . . [that] causes the 

mark to become the generic name for the goods or services on 

or in connection with which it is used or otherwise to lose its 

significance as a mark. 

 

[15 U.S.C. § 1127; see 15 U.S.C. § 1064.]    

Rather than plead any facts whatsoever to support its claim, the Petition for Cancellation 

contains solely the following conclusory allegations: 

The ‘921 Registration Should Be Cancelled for Abandonment 

8. Upon information and belief, Respondent ceased using 

PARAMOUNT in connection with live plants and flower seeds on 

or about January 1, 2009. 

9. Upon information and belief, Respondent intended not to 

resume use of PARAMOUNT in connection with live plants and 

flower seeds. 

10. Upon information and belief, Respondent did not intend to 

resume use of the PARAMOUNT mark for at least a three year 

period immediately following the date on which Respondent 

ceased use of the PARAMOUNT mark. 
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11. As a result of its non-use of PARAMOUNT in connection 

with the goods identified in the ‘921 Registration with an intention 

not to resume use, Respondent has abandoned the PARAMOUNT 

mark with respect to those goods within the meaning of 15 U.S.C. 

§ 1127. 

12. Petitioner will be damaged if Respondent attempts to 

enforce trademark rights in PARAMOUNT when Respondent has 

abandoned the mark. 

[Pet. ¶¶ 8-12.] 

 These conclusory allegations are the type of threadbare recitals of the elements of a 

cause of action the Supreme Court warned against – and held insufficient to support a claim – in 

Iqbal and Twombly.  Petitioner has not alleged any facts whatsoever to support these legal 

conclusions, and its claims are therefore entirely implausible.  Like the petitioner in Otto, 

Petitioner has failed to allege facts that set forth a prima facie case of abandonment, which has 

deprived Paramount of fair notice regarding Petitioner’s theory of abandonment.  See Otto, 

supra.  As a result of these deficiencies, the Board should grant Petitioner’s motion to dismiss, 

and dismiss the Petition for Cancellation with prejudice. 

 CONCLUSION 

The Petition for Cancellation is devoid of any substantive factual allegation from which 

the Board could determine that: (i) Petitioner has standing to pursue this proceeding; and/or (ii) 

Respondent has abandoned its Registered Mark.  Petitioner has not specified how the Registered 

Mark causes it to suffer damages, and therefore Petitioner has not demonstrated a “real interest” 

in the cancellation of Paramount’s incontestable registration.  Furthermore, the conclusory 

allegations in the Petition for Cancellation – which amount to nothing more than a recitation of 

the elements of a claim for abandonment – are wholly insufficient.  Dismissal of the Petition for 

Cancellation is required because requiring Paramount to respond to this proceeding would 
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deprive Paramount of the fair notice of Petitioner’s theory of abandonment, to which Paramount 

is entitled in accordance with the Board’s decision in Otto, supra. 

For the foregoing reasons, Respondent Paramount Brand Roses, Inc. respectfully requests 

the Board dismiss the Petition for Cancellation with prejudice. 

COLE SCHOTZ P.C. 

Attorneys for Respondent Paramount Brand 

Roses, Inc. 

 

 

By: /s/ Nicole G. McDonough  

 David M. Kohane 

 Nicole G. McDonough 

DATED:  February 8, 2016 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

 

POULSEN ROSER A/S,  

 

Petitioner, 

vs. 

 

PARAMOUNT BRAND ROSES, INC., 

 

Respondent. 

)

)

)

)

)

)

)

)

)

) 

Cancellation No.: 92062880 

Registration No. 1980921 

 

Mark: PARAMOUNT 

 

PROOF OF SERVICE 

 

NICOLE G. MCDONOUGH, Esq. being of full age, hereby deposes and says: 

1. I am an attorney with the law firm Cole Schotz P.C. attorneys for Respondent, Paramount 

Brand Roses, Inc. (“Respondent”), in the above-captioned matter.  I am over the age of eighteen 

(18) years and not a party to this action. 

 2. On the 8
th

 day of February 2016, this office filed and served a copy of the 

following document(s) on behalf of the Respondent: 

(a) Motion to Dismiss Petition for Cancellation; and  

(b) Brief in Support of Motion with accompanying Exhibits 

In the following manner: 

 

Via the ESTTA electronic filing system with the Trademark Trial and Appeal Board, 

Commissioner for Trademarks, P.O. Box 1451, Alexandria, VA 22313-1451. 

 

Via Federal Express overnight delivery upon the following: 

 

James J. Saul, Esq. 

 FAEGRE BAKER DANIELS LLP 

 311 S. Wacker Drive 

 Suite 4300 

 Chicago, IL 60606 

Attorneys for Petitioner  
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I hereby certify that the foregoing statements made by me are true.  I am aware that if any 

of the foregoing statements made by me are willfully false, I am subject to punishment. 

By: /s/ Nicole G. McDonough  

 Nicole G. McDonough 

Dated:  February 8, 2016 


